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SEEKING PATENT 
PROTECTION 
ABROAD
Most	UK	based	applicants	file	a	first	patent	
application for their invention in the United 
Kingdom. As patents are territorial in nature, a UK 
application can only provide patent protection for 
an invention in the UK (and only if the application 
actually matures into a granted patent).

However, the date of filing a patent application in the UK (or indeed 

in other countries) establishes a ‘priority date’ for invention(s) that are 

described for the first time in that application. The priority date is the 

date on which the applicant is considered to have first made a formal 

claim to ownership of rights in an invention.  

International conventions allow an applicant to make use of a first filing 

to make further applications that can lead to patent protection for an 

invention in other territories.  To keep the priority date the further 

applications must be filed ‘claiming priority’ within 12 months of the first 

filing date. 
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There are a number of routes to seeking patent protection abroad. For 

example, an applicant can file a first application in the UK and then 

(within one year) file a US patent application, claiming priority from the 

UK application, to seek patent protection in the USA.

However, applicants may not have fully determined the potential for 

commercial success of their invention by 12 months after filing a patent 

application. If patent protection in a number of territories is desired, or 

may be desired, filing patent applications in individual countries can be a 

significant expense at an early stage of product/business development.

The international (PCT) and European patent systems outlined below can 

provide convenient and cost-effective options for many applicants.

It is recommended that discussions are held with a patent attorney 

regarding the options for seeking foreign patent protection when a first 

patent application is being filed, even if the original intent is to only seek 

UK patent protection for the invention.
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INTERNATIONAL 
PATENT 
APPLICATIONS

The International patent system

The international patent system was established under the Patent 

Cooperation Treaty (PCT). 

The PCT system is a procedure by which a single patent application may 

be filed initially, that can be used in due course to seek patent protection 

extending to more than 150 signatory countries and regions. The 

countries and regions available via the PCT system include almost all that 

are likely to be of relevance to most business enterprises.

The current list of countries and regions within the PCT system can be 

found online. 

Examples of PCT contracting states include: UK, the European Patent 

Convention (EPC) countries, Japan and the USA.

However, it is important to appreciate that there is no such thing as an 

International patent. An International application (often called a ‘PCT 

application’) is used to allow filing of national/regional applications 

covering chosen territories within a defined time limit.  

https://www.wipo.int/pct/en/pct_contracting_states.html
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Filing an International patent application

Generally, an International patent application is filed within a year of 

filing a UK patent application directed to the invention (instead of e.g. 

filing separate foreign applications at this stage). 

The International application must be filed within a year of the UK 

application in order to be able to claim priority from it. If no such 

priority is claimed, the International application must be filed before the 

invention is publicly disclosed

The	advantages	of	filing	an	International																				
patent application

The main reason for filing an international application is to start the 

process of obtaining patent protection in a large number of territories 

by means of a single application procedure, without it being necessary 

to initially file a separate national or regional patent application in each 

territory. 

Thus, an International application has the effect of ‘taking out an option’ 

to proceed, at a later date, with seeking patent protection in territories 

chosen by the applicant. 
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How long does an International                        
application remain useable? 

An international application remains in force for only a limited period of 

time, after which it is necessary to continue seeking patent protection by 

filing national or regional applications covering the territories of interest. 

This procedure is called “entering the national or regional phase” for 

each territory.

This deadline for national and regional phase entry is 30/31 months from 

the filing date or the earliest priority date (whichever is earlier) for almost 

all territories in the PCT system.  

(Shorter time limit exceptions are Luxemburg – 20 months, Tanzania – 21 

months, and Uganda – 21 months.  Attention to this early deadline must 

be taken if patent protection is desired in those countries)

Thus, an international application can be used to delay the cost of filing 

applications in a number of separate territories  - for up to two and a half 

years from the first filing of an application. 

Patents. A guide to European and international patents

“AN INTERNATIONAL 
APPLICATION CAN 
BE USED TO DELAY 
THE COST OF FILING 
APPLICATIONS 
IN A NUMBER 
OF SEPARATE 
TERRITORIES”
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What are the steps  involved in proceeding with an 
International application?

After the application has been filed, the International Searching Authority 

carries out a search through previously published documents (‘prior art’) 

to determine whether or not the invention is new and inventive. 

A search report and written opinion is provided indicating the search 

examiner’s view as to the validity of the claims when considered against 

the prior art found.   

The search report and written opinion is normally produced at about 

16 months after the priority date.  The written opinion can provide an 

indication as to the prospects for success of the application. This is 

particularly so for UK based companies where the international search is 

carried out by the European Patent Office (EPO) and is used as the official 

EPO search if the application continues as a European patent application.

However, the international search and opinion is not binding on national/

regional authorities who may carry out their own searches; and will in 

any event consider the application on the basis of their own national or 

regional law in due course.

The application as filed is published approximately 18 months after the 

filing date or the priority date (whichever is earlier). 

No other action is required during the international phase until the 

30/31 months date for entering the national/regional phase in chosen 

territories.

However, there is an optional international examination procedure.  

File Application
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International Examination (optional)

Within 19 months from the filing date or priority date (whichever is 

earlier) an international examination can be requested.  

 A fee is paid and arguments and/or amendments against objections 

raised in the written opinion that accompanied the international search 

report can be made. 

This procedure gives a further non-binding opinion on the allowability 

of the International application, with the opportunity for some (limited) 

dialogue with the examiner. 

International examination is relatively rarely carried out as it adds to 

costs.  However, it can be employed where a negative written opinion has 

been produced with the international search, and the applicant wants 

to obtain a more favourable view before deciding as to how to continue 

with the application by entering the national or regional phase in chosen 

territories. 

A successful international examination may help to accelerate 

proceedings towards grant e.g. in front of the European Patent Office.

Are the national and regional applications resulting 
from an International (PCT) application equivalent to 
national	and	regional	applications	filed	directly	in	the	
territory concerned?

Yes, if the formalities required by the countries or regions are completed. 

Where appropriate the application must be translated into the national 

language and each application proceeds in a substantially similar manner 

to any national or regional application filed directly at the relevant patent 

office.  

Although the results of the International search and examination 

procedures may be taken account of during processing, almost all 

national and regional patent offices will examine the application and may 

raise new official objections based on their national/regional law. Each 

granted patent is then renewable and enforceable in precisely the same 

manner as any other patent or regional patent. 
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EUROPEAN PATENTS
The European patent system

The European patent system is a procedure by which a single patent 

application may be filed at the European Patent Office (EPO) under 

the European Patent Convention (EPC) to seek a patent in a number of 

European countries, e.g. UK, France and Germany.  

The European patent procedure results in a number of individual national 

patents , each of which is enforceable before the appropriate national court 

(rather than a single European patent enforceable centrally in all countries).

The EPC is not a European Union convention. The EPC includes states 

that are not European Union members e.g. Norway, Switzerland, Turkey. 

The current list of EPC member states can be found online.

There are special procedures for extending a European patent to also 

cover two “extension states” – Bosnia and Herzegovina; and Montenegro.

As a yet further option, European patents may also be used to obtain 

patent protection in four states which have a “validation agreement” with 

the EPO – Morocco; Republic of Moldova; Tunisia; and Cambodia.

EPC IS NOT A 
EUROPEAN UNION 
CONVENTION.

UK GER FRA ESP

United Kingdom
Patent

Federal Republic
of Germany Patent

French Republic
Patent

Kingdom of
Spain Patent

Cambodia

https://www.epo.org/about-us/foundation/member-states.html


Filing a European patent application

A European patent application is often filed as a ‘regional phase entry’ 

from an international (PCT) application at 31 months from the earliest 

priority date.   

Alternatively, a European patent application may be filed within a year 

of first filing a UK patent application directed to the invention. This 

procedure avoids making use of the international (PCT) system and may 

be used if patent protection is only to be sought in Europe, or Europe and 

only a small number of other territories.

As a yet further alternative a European patent application may be filed 

directly as a first filing, without claiming priority from an earlier UK or 

other national filing.

For UK based applicants, a UK application is normally filed first as this is 

a less costly procedure and enables an assessment of the patentability 

and commercial viability of the invention to be made before a European 

application is filed. Unless filed via the PCT system, the European 

application must be filed within a year of the UK application in order to 

be able to claim priority from the UK application. If no such priority is 

claimed, the application must be filed before the invention is publicly 

disclosed.

The	advantages	of	filing	a	European	patent	
application

The main reason for filing a European application is to seek patent 

protection in a number of EPC countries by means of a single application 

procedure, without it being necessary to file a separate national patent 

application in each country. 

“THE APPLICATION 
MUST BE FILED 
BEFORE THE 
INVENTION 
IS PUBLICLY 
DISCLOSED”

11 Patents. A guide to European and international patents
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What are the steps involved in proceeding with 
European application?

The initial stages of a European patent application are similar to those of 

a UK patent application. For an application filed directly with the EPO and 

not via an international (PCT) application the procedure is generally as 

follows.

After the application has been filed, the EPO will carry out a search 

through previously published documents (‘prior art’) to determine 

whether or not the invention is new and inventive. A European search 

report and written opinion is provided indicating the search examiner’s 

view as to the validity of the claims when considered against the prior art 

found. The application as filed is published approximately 18 months after 

the filing date or the priority date (whichever is earlier).  

Provided that a request for examination is filed within six months of 

the date on which the search results are published, the application is 

then subject to an in-depth examination and, if any official objections 

are raised, these may be dealt with by argument or amendment. If the 

examination process is successfully negotiated, the application becomes 

a granted patent, provided necessary formalities are complied with.

A European patent must include the granted claims in all three official 

EPO languages i.e. English, French and German. Therefore, an English 

language application must have claims translations in French and German 

filed when the application is allowed. A grant fee must be paid. The patent 

will then be granted by the EPO. 

[A generally similar procedure is followed where a European application 

is filed as a regional phase entry from an international (PCT) application.  

An exception is where the EPO has carried out the international search, 

which is always the case where the applicant is UK based. In that case the 

international search and written opinion takes the place of the European 

Search report.]

An important procedural difference between the European patent system 

and the British patent system is that anyone may file an opposition 

to grant of a patent on a European application within a nine month 

opposition period. Such an opposition, if successful, leads to cancellation 

or amendment of the patent.

“IN THE EUROPEAN 
PATENT SYSTEM, 
ANYONE MAY FILE 
AN OPPOSITION 
TO THE GRANT 
OF A PATENT ON 
A EUROPEAN 
APPLICATION 
WITHIN A 
NINE MONTH 
OPPOSITION 
PERIOD”

Réclamations

Ansprüche

Claims
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What steps must be taken to ensure the granted 
European patent is put into in force in chosen EPC 
countries?

This varies by country. Annual renewal fees are required in each country 

to keep the patent in force for the life of the patent.

For some countries there are other formal requirements, such as 

recording a local attorney firm as national representative.

Some countries will require the text of the granted European patent to be 

translated into their national language and a local patent attorney to be 

appointed as national representative. Other possible requirements may 

include payment of a national fee. 

Is there any way in which a single patent covering all 
these European countries can be obtained?

Not yet. However, a Unitary Patent system applying to most countries of 

the European Patent Convention has long been intended; and may come 

into being in 2020 or 2021.
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CONTACT DETAILS

Phone: +44 (0)141 5856472

Fax: +44 (0)141 8465399

Email: mailbox@creationip.com

GLASGOW OFFICE

Hillington Park Innovation Centre

1 Ainslie Road

Glasgow

G52 4RU

United Kingdom

LONDON OFFICE

New London House

6 London Street

London

WC3R 7LP

United Kingdom

A company registered in Scotland (SC418782) and regulated by IPREG.


