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WHAT IS A
TRADE MARK
A trade mark is a sign (usually a word or logo, but can also be a sound,
shape or smell) that identifies your goods and/or services. The trade
mark distinguishes your brand from competitors. Trade marks can be
used to stop anyone else using the same or similar mark for the same
or similar goods or services in the country where your trade mark is in
force. For comprehensive coverage, your brand may require several trade
marks protecting the names of various products or product lines, the
company trading name and/or the company logos.  

DOES PUTTING ™
OR ® AFTER MY
BRAND NAME OR
LOGO GIVE ME ANY
PROTECTION?
Putting TM in superscript after your name or logo may serve as a
deterrent to put someone off using your brand name or logo. However,
the addition of ™ provides no legal protection against misuse of the
preceding name or logo, it merely indicates that you consider this to be
your trade mark.
In the UK, ® is reserved for trade marks that have been registered. You
may also see ‘RTM’ being used to indicate ‘Registered Trade Mark’. It is
against the law to use the ® or RTM indications after a trade mark that
has not been registered in the UK or in another country.
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WHAT ARE THE
ADVANTAGES OF
REGISTERING MY
TRADE MARK?
A registered trade mark makes it significantly easier to take action
against someone else using the same or similar marks for the same or
similar goods or services. Furthermore, upon registration, your mark is
placed on a publicly available searchable register, allowing third parties
to check if you are maintaining the mark in force and therefore indicating
your intention to use the mark and enforce it.
A registered trade mark is an item of intellectual property. It can be
assigned, sold, licenced or franchised, therefore it may provide a revenue
stream even if you may no longer be interested in the brand down the line.

WHAT CAN I DO
IF SOMEONE HAS
REGISTERED BUT IS
NOT USING A TRADE
MARK I WANT TO USE?
You should always seek professional advice from a Trade Mark Attorney
regarding any trade marks registered by other parties. This will ensure
that you are guided as to how to avoid any potential trade mark disputes.
If the trade mark has been registered but is no longer needed by the third
party, it may be possible to buy the registration, licence it or apply to
have it cancelled.
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WHAT IF SOMEONE
IN A DIFFERENT
INDUSTRY
OR SECTOR
HAS ALREADY
REGISTERED THE
TRADE MARK?
This depends on the goods and services for which the trade mark
has already been registered, and the goods and services to which the

BERLING

proprietor of the trade mark is actually using the mark with in their
business. It would be unlikely, for example, that a boat manufacturer
would have a trade mark for goods or services which would conflict with
the goods or services provided by a pharmaceutical company. A Trade
Mark Attorney would be able to conduct a search of the trade mark
registers to flag any potential difficulties in registering your mark in your
countries of interest, and give you advice on how best to overcome any
problems which are encountered.
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WHAT ARE THE
REQUIREMENTS FOR
REGISTRATION?
The requirements for registration differ from country to country.
In the UK, your mark must be distinctive, that is to say it must comprise
an element that differentiates it from other marks. Although there is no
requirement of invention or complexity, as examples a meaningless or
invented word, or a word presented with a completely new spelling, may
be highly distinctive. Similarly, a particularly complex or creative logo
may be highly distinctive.
Furthermore, your mark must not be descriptive, i.e. it must not describe
the goods or services which it is to be used with. For example, the word
‘bottle’ alone would generally not be accepted when used in relation to
bottles.
There are other factors which the UK Intellectual Property Office takes
into consideration when studying your application, which we can guide
you through for your specific trade mark and circumstances. It should
be noted that some countries (such as the United States) require that the
trade mark application is based on actual or intended use of the trade
mark in that country. In the United States, an application based on an
intended use will not be granted registration until there is actual use in
the United States.
Please contact one of our Trade Mark Attorneys for advice regarding the
suitability and likelihood of success in registering your trade mark.
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DISTINCTIVE
DESCRIPTIVE

CAN I PROTECT
MY TRADE MARK
ABROAD?
Like patents, unfortunately, there is no such thing as a worldwide trade
mark. Registrations must be made in each country of interest, or in a
group of countries, such as the EU.
You can file a national trade mark application in any particular country
of interest. When registered, this will only provide protection within
that country.
Alternatively, you can apply for a European Union Trade Mark (EUTM)
registration. This is a more economical way to obtain protection across
the whole of the EU. However, the trade mark you wish to register must
be registrable in all EU countries, otherwise it will not be registered
as an EUTM. Any national trade marks of any EU countries may block
registration and furthermore the many languages spoken throughout
the EU may result in a word being descriptive in one language but not in
another. It is advisable to seek professional advice in relation to likelihood
of successful registration before proceeding to apply.
Finally, the best option for trying to obtain a trade mark in several
countries is to use the ‘Madrid system’. This is an international filing
system which can provide significant cost savings when seeking
protection is multiple countries. Please contact us for further information
regarding using the system.
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CAN I FILE A TRADE
MARK APPLICATION
MYSELF WITHOUT
USING A TRADE
MARK ATTORNEY?
Yes, you can. However, it is highly recommended that you seek
professional advice and guidance, and ideally leave the whole preparation,
filing, and enforcement (if required) to professionals in this field.
Trade Mark Attorneys are highly experienced in obtaining the best
protection and in the most cost-effective manner. Trade marks are a
relatively inexpensive form of intellectual property, and with an unlimited
renewal period they can be kept in force indefinitely. It is therefore
highly advisable that the strategy and application is considered by an
experienced professional from the start.

HOW MUCH DO
TRADE MARKS COST?
Official fees to the government of the relevant country for applications to
register a trade mark are relatively inexpensive (£200 in the UK). Trade
Mark Attorneys will of course charge of their advice, however their advice
is often very worthwhile to maximise your legal protection and to do so
in a cost effective way, particularly when multiple countries are required.
We also recommend seeking professional advice if you think you may be
infringing upon a competitor’s rights or are unsure.
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