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WHAT IS A DESIGN
AS AN INTELLECTUAL
PROPERTY RIGHT?
A ‘design’ means the appearance of the whole or part of a product,
arising from such features as lines, contours, colours, shape, texture or
materials of the product or its ornamentation. A product in this sense is
any industrial or handicraft item, therefore a product may be packaging,
get-up, graphic symbols and typefaces, for example. Registered and
unregistered design rights are available for new designs that have
individual character, so both will be considered briefly here.

WHAT DESIGN
RIGHTS ARE
AVAILABLE?
There are four main design rights that are typically of
interest in considering:
»

UK registered design right (UK RDR)

»

UK unregistered design right (UK UDR)

»

EU community registered design right (CRDR)

»

EU community unregistered design Right (CUDR)
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The main differences between the four design rights are:

Territorial coverage
UK unregistered and registered design rights are only enforceable in the UK
(although UK registered design rights are infringed by export of a product
incorporating the design). EU community registered and unregistered design rights
are enforceable across the EU.
Application process
Registered rights require an application for registration and the grant of a
registration certificate. There is no examination on registering the design (unlike
substantive examination before grant of a patent), so registration is relatively fast.
Unregistered designs do not require registration anywhere, and so there is no
register of these rights.
Duration of the rights
Registered rights (both UK and EU) last for up to 25 years from filing, subject to
renewal every 5 years. EU community unregistered design rights last for 3 years
from first disclosure in the EU, whilst UK unregistered design rights last for 15 years
from the end of the year when the design was first recorded or an article was first
made according to the design.
Ownership
UK unregistered design rights require a ‘qualifying person’, that is to say the
employer (if created in the course of employment), the designer or first marketer
(as appropriate) is a habitual resident of the UK, Channel Islands, Isle of Man, EU
member states, UK protectorates, New Zealand or Hong Kong. Registered design
rights and the EU community unregistered design rights are automatically owned
by the designer if not created by an employee in the course of their employment,
without any requirement of residence.
Copying
Registered design rights provide a monopoly, that is to say whether the design
was copied or not is not considered for infringement, whereas infringement of
unregistered design rights requires copying.
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WHAT ARE THE
REQUIREMENTS FOR
A VALID DESIGN
REGISTRATION OR A
UK UNREGISTERED
DESIGN RIGHT?
For registered designs and unregistered community designs, the
requirement is that the design must be new and have individual
character. This means that the design differs from prior designs by
more than immaterial details, and its overall impression on an informed
user differs from the overall impression of any prior design. For a UK
unregistered design, the design simply has to be original, in that it is not
commonplace in the design field in question.

HOW LONG
DOES IT TAKE TO
GET A DESIGN
REGISTERED?
UK registered designs typically take a few months from filing the
application until registration. EU community registered designs can be
registered much more quickly – typically within 24 hours.
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WHAT CONSTITUTES
AN INFRINGEMENT
OF A REGISTERED
OR UNREGISTERED
DESIGN RIGHT?
Registered design rights are infringed by anyone, except the design right
owner, using the design or any design which does not produce a different
overall impression, without the owner’s consent. Use includes making,
offering, putting on the market, importing and exporting of products
made to or incorporating the design. EU community unregistered design
rights are infringed in the same way, however proof of copying is required
for infringement.
UK unregistered design rights are infringed by making articles to the
design or making design documents for the purpose of making such
articles. So called ‘secondary infringement’ occurs where a person
imports for commercial purposes, keeps in the UK for commercial
purposes, or sells, hires out, or offers for sale or hire a product that is,
and they know or have reason to believe, an infringing product.

ARE THERE
ANY DEFENCES
FOR SOMEONE
INFRINGING MY
RIGHTS?
Several acts are not considered to be infringements, and a defence can
be to show that the supposedly infringing activity was one of these
acts. In this regard, acts that are private and non-commercial, done for
experimental purposes, a reproduction for teaching purposes or for uses
associated with foreign ships or aircraft, are not treated as infringing acts.
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CAN I GET A
WORLDWIDE
REGISTERED
DESIGN?
Similarly to patents and trade marks, there is no single worldwide
registration. Design rights are territorial, and so you will need to apply
individually in each country you are interested in, or alternatively use
the community design route to obtain protection in the whole of the EU.
There is a system, called the Hague system, which provides cost savings
and efficiencies when filing in multiple countries. Please get in touch with
us if you would like more information about this.

HOW MUCH
DO REGISTERED
AND UNREGISTERED
DESIGN RIGHTS COST?
Registered design rights are a relatively inexpensive form of intellectual
property, with official fees being much lower than for patents due to the
lack of examination prior to grant/registration. Typically, the professional
time involved is also much less than that required to secure useful and
comprehensive patent protection. Official fees are likely to only be a few
hundred pounds (depending on the countries of interest), and typically there
are reductions in fees if filing multiple designs in one application.
As there is no formal registration process for unregistered design rights,
there is no official fee. It is highly advisable to seek professional advice if
planning to rely on unregistered design rights, particularly with regard to
your documentation of the design.
It is also sensible to conduct searches prior to filing an application for a
registered design right or commercialising a design. Searches can study
whether your design is available for registration, and whether you will be
able to use your design without infringing the rights of other designers.
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CAN I REGISTER
THE DESIGNS
MYSELF OR DO I
NEED HELP FROM A
PROFESSIONAL?
Whilst you can apply for registered design rights yourself and the
process is fairly straightforward, it is strongly recommended that you
seek professional advice before rushing into a filing. There are many
considerations to be made to provide the best intellectual property
protection for your commercial situation, and even if you have decided
that a design right is the most suitable form of protection, it is highly
advisable to at least conduct some searches prior to filing. Furthermore,
the scope of protection provided by the registration is determined by the
representations filed. Professional advisors have a wealth of experience in
crafting the best representations and filing strategies to achieve the best
protection in the most cost-effective manner, so advice in this regard is
well worth the money.
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